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DETAILED ACTION 

Claim Objections 

1 . Claim 17 is objected to under 37 CFR 1 .75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is 
required to cancel the claim(s), or amend the claim(s) to place the claim(s) in proper 
dependent form, or rewrite the claim(s) in independent form. The incubation device for a 
system according to claim 1 as claimed in claim 17 does not further limit the device 
claimed in claim 1. 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 3, 9, 15 and 16 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

3. Regarding claims 3, 9 and 16, the word "preferably" renders these claims 
indefinite because it is unclear whether the limitation(s) following the word are part of 
the claimed invention. See MPEP § 2173.05(d). 

4. Regarding claim 1 5, the phrase "or the like" renders the claim(s) indefinite 
because the claim(s) include(s) elements not actually disclosed (those encompassed by 
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"or the like"), thereby rendering the scope of the claim(s) unascertainable. See MPEP 
§ 2173.05(d). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

7. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 
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8. Claims 1 , 3,4, 7 ,8 & 1 7 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Tretiakov et al (WO 00/61797) in view of Balch et al. (US 6,331 ,441) 
and Sandstrom (US 6,567,163) . 



Regarding claim 1, Tretiakov discloses a system for conducting bioassays, comprising a 
substrate plate(1) with a number of wells(2), and an incubation device (the rest of the 
numbers in fig 2 comprises the incubation device) for holding the plate, characterized in 
that the substrate plate comprises a microplate(l) with an array of wells(2) arranged in 
rows and columns, and in that the incubation device comprises an incubation chamber 
(space between the lid and heat block (4 )where the microplate is contained) for holding 
the microplate and a cover(see page 6, fig 2 ((6), (7),&(8))) for sealing the incubation 
chamber, said incubation device having a heat block(4) with array of openings, each 
opening adapted to receive a well of the microplate, wherein a sealing gasket(8) is 
provided for individually sealing each well of the microplate (see abs., fig 1& 2 page 3, 
lines 15-25, page 4,5,6). The Tretiakov reference fails to disclose the system for 
conducting a bioassay wherein at the bottom of each well is a microarray substrate 
having oriented flow- through channels. 

Balch (US 6,331 ,441 ) discloses a microplate with a number of wells wherein at 
the bottom of each well is a microarray substrate ( fig 1a, 4, 1 1 ,&15, col. 4 lines 5-64 
especially lines 60-64 , col. 6 lines 10-17). 
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Sandstrom (US 6,567,163) discloses that it was known in the art at the time of 
the invention to have a microarray substrate be provided with oriented flow-through 
channels for the flow of chemical and reagent for the microarray preparation, 
hybridization, labeling and etc. (see col. 19 lines 53 - col. 20 line 49, especially col. 20 
lines 31-49). 

In view of Balch and Sandstrom, it would have been obvious to one having 
ordinary skill in the art at the time of the invention to have the bottom of each well in the 
microplate of the Tretiakov reference comprise a microarray substrate as taught by 
Balch and further have the microarray substrate comprise flow-through channels as 
taught by Sandstorm since Balch discloses that such a modification would allow for 
multiplexed analysis by parallel processing of a large number of samples (see col. 4 
lines 35-65) and Sandstorm discloses that having flow through channels allows for the 
flow of chemical, reagent and or sample in the microarray. 

Regarding claim 3, the combination as applied to claim 1 above discloses the system 
according to claim 1 , wherein the maximum thickness of the incubation device heat 
block corresponds with the depth of the wells of the microplate, wherein preferably the 
circumferential wall of each opening is adapted to contact the outer wall of a well of the 
microplate (see Tretiakov fig 2). 

Additionally, even though the reference does not directly state that the maximum 
thickness of the incubation device heat block corresponds with the depth of the wells of 
the microplate, it would have been obvious to one having ordinary skill in the art at the 



Application/Control Number: 1 0/51 1 ,926 Page 6 

Art Unit: 1797 

time of the invention to have the maximum thickness of the incubation device heat block 
correspond with the depth of the wells of the microplate, since it has been held that 
where the general conditions of a claim are disclosed in the prior art, discovering the 
optimum or workable value involves only routine skill in the art. 

Regarding claim 4, the combination as applied to claim 1 above discloses the system 
according to claim 3, wherein the wells of the microplate and the openings of the heat 
block are conically shaped (see Tretiakov page 3, lines19-20). 

Regarding claim 7, the combination as applied to claim 1 above discloses the system 
according to claim 1 , wherein the cover is provided with a heating element ( see 
Tretiakov page 6 lines 12 -14). 

Regarding claim 8, the combination as applied to claim 1 above discloses the system 
according to claim 1, wherein the incubation device is provided with a heating element 
(see Tretiakov page 5 and 6). 

Regarding claim 17, the combination as applied to claim 1 above discloses the 
incubation device for a system according to claim 1 . 
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9. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Tretiakov 
et al (WO 00/61 797) in view of Balch et al. (US 6,331 ,441 ) and Sandstrom (US 
6,567,163) as applied to claim 1 above, and further in view of Goffe (US 5,958,763). 

Regarding claim 2, the combination as applied to claim 1 above discloses the system 
according to claim 1 wherein the incubation device comprises a circumferential wall. 
However, the combination fails to disclose that a sealing gasket is provided on the 
upper side of said circumferential wall, said sealing gasket being adapted to sealingly 
engage the lower side of the microplate. 

Goffe (US 5,958,763) discloses that it is known in the art to use a gasket within 
an incubator in order to form tight seals. 

In view of Goffe, it would have been obvious to one having ordinary skill in the 
art at the time of the invention to have the incubator of the combined reference 
comprise a sealing gasket provided on the upper side of said circumferential wall 
wherein said sealing gasket being adapted to sealingly engage the lower side of the 
microplate, since such a modification would eliminate the problem of air gap which 
results in extremely slow heating hence such a modification would improve heating. 

10. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Tretiakov 
et al (WO 00/61 797) in view of Balch et al. (US 6,331 ,441 ) and Sandstrom (US 
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6,567,163) as applied to claim 1 above, and further in view of Horner et al (US 
2,440,472). 

Regarding claim 6, the combination as applied to claim 1 above discloses the 
system according to claim 1 , However, the combination fails to disclose that the cover is 
transparent. 

Horner (US 2,440,472) discloses that it is known in the art for an incubator to 
comprise a transparent cover (see col. 1 line 55 - col. 2 lines 1). 

In view of Horner, it would have been obvious to one having ordinary skill in the 
art at the time of the invention to have the cover of the combination be transparent, 
since such a modification would allow one to view the contents within the incubator 
without having to open the incubator. 

1 1 . Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Tretiakov 
et al (WO 00/61 797) in view of Balch et al. (US 6,331 ,441 ) and Sandstrom (US 
6,567,163) as applied to claim 1 above, and further in view of the applicant admitted 
prior art(APA). 

Regarding claim 9, the combination as applied to claim 1 above discloses the system 
according to claim 1 . The combination fails to specifically disclose that the substrate is 
made of a metal oxide, preferably an aluminium oxide. 
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The applicant admits that it is known in the art for an array substrate to be made 
of a metal oxide such as aluminium oxide (see applicant's current application [0002]). 

In view of the applicant admitted prior art, it would have been obvious to one 
having ordinary skill in the art at the time of the invention to have the substrate of the 
combined reference be made of metal oxide, since it has been held to be within the 
general skill of a worker in the art to select a known material on the basis of it suitability 
for the intended use as a matter of obvious design choice 

12. Claims 10, 12, 14 & 15 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Balch et al. (US 6,331 ,441 ) in view of Sandstrom (US 6,567,1 63). 

Regarding claim 10, Balch discloses a microplate comprising an array of wells arranged 
in rows and columns, wherein the bottom of each well is a microarray substrate( fig 1a, 
4, 11.&15, col. 4 lines 5-64 especially lines 60-64 , col. 6 lines 10-17). Balch fails to 
specifically disclose that the substrate has oriented flow-through channels. 

Sandstrom (US 6,567,163) discloses that it was known in the art at the time of 
the invention to have a microarray substrate be provided with oriented flow-through 
channels for the flow of chemical and reagent for the microarray preparation, 
hybridization, labeling and etc.( see col. 19 lines 53 - col. 20 line 49, especially col. 20 
lines 31-49). 

In view of Sandstrom, it would have been obvious to one having ordinary skill in 
the art at the time of the invention to have the microarray substrate comprise flow- 
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through channels as taught by Sandstrom since, Sandstrom discloses that having flow 
through channel allow for the flow of chemical, reagent and or sample in the microarray. 

Regarding claim 12, the combined reference as applied to claim 10 above discloses the 
microplate according to claim 10, wherein at least the upper surface of the microplate 
and the inner side of the wells is non-reflecting (the microplate is made of plastic and 
some plastics are non-reflecting) 

Regarding claim 14, the combined reference as applied to claim 10 above discloses the 
microplate according to claim 10, wherein all substrates are substantially located in the 
same virtual plane (see fig 1 ,4,1 1 &15, abs). 

Regarding claim 15, the combined reference as applied to claim 10 above discloses the 
microplate according to claim 10, wherein the substrates are incorporated in the plate 
by moulding, glueing, thermal bonding or the like (see col. 6 lines 14-16). 

13. Claim 11 is rejected under 35 U.S.C. 103(a) as being unpatentable over Balch et 
al. (US 6,331 ,441 ) in view of Sandstrom (US 6,567,1 63) as applied to claim 1 0 above, 
and further in view of Tretiakov et al (WO 00/61797). 
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Regarding claim 1 1 , the combination as applied to claim 10 above discloses the 
microplate according to claim 10. However, the combination fails to disclose that each 
well has a conical shape. 

Tretiakov et al (WO 00/61797) discloses that it is known in the art for wells in a 
microplate to be conically shaped (see page 5 lines 29 -34). 

In view of Tretiakov, it would have been obvious to one having ordinary skill in 
the art to have the wells in the microplate of the combined reference be conically 
shaped, since Tretiakov states that such a modification of the well enables the 
positioning of the entire multiwell plate into the heat block (see page 5 line 34 -page 6, 
line 1). 

14. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Balch et 
al. (US 6,331 ,441 ) in view of Sandstrom (US 6,567,1 63) as applied to claim 1 0 above, 
and further in view of Kasman (US 5,459,300). 

15. Regarding claim 13, the combination as applied to claim 10 above discloses the 
microplate according to claim 10 wherein the substrates of the wells are substantially 
located in the same virtual plane. However, the combination fails to disclose that the 
microplate comprises a skirt having a lower side, wherein the lower side of the skirt is 
located in the same virtual plane or at a higher level. 

Kasman (US 5,459,300) discloses that it was well known in the art at the time of 
the invention to have a microplate with a skirt (34, called flanges) having a lower side 



Application/Control Number: 1 0/51 1 ,926 Page 1 2 

Art Unit: 1797 

where the lower side of the skirt is located in the same virtual plane as the bottom of the 
wells (see fig 2, and 4). 

In view of Kasman, it would have been obvious to one having ordinary skill in the 
art at the time of the invention to have the microplate of the combined reference 
comprise a skirt having a lower side, since such a modification would aid in securing the 
microplate to the heat block. 

16. Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over Balch et 
al. (US 6,331,441) in view of Sandstrom (US 6,567,163) as applied to claim 10 above, 
and further in view of the applicant admitted prior art (APA). 

Regarding claim 16, the combination as applied to claim 10 above discloses the system 
according to claim 10. The combination fails to specifically disclose that the substrate is 
made of a metal oxide, preferably an aluminium oxide. 

The applicant admits that it is known in the art for an array substrate to be made 
of a metal oxide such as aluminium oxide (see applicant's current application [0002]). 

In view of the applicant admitted prior art, it would have been obvious to one 
having ordinary skill in the art at the time of the invention to have the substrate of the 
combined reference be made of metal oxide, since it has been held to be within the 
general skill of a worker in the art to select a known material on the basis of it suitability 



Application/Control Number: 1 0/51 1 ,926 Page 1 3 

Art Unit: 1797 

for the intended use as a matter of obvious design choice. 

Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over Tretiakov et al 
(WO 00/61 797) in view of Balch et al. (US 6,331 ,441 ) and Sandstrom (US 6,567,1 63) 
as applied to claim 1 above, and further in view of Ginot et al (WO 98/41874). 



Regarding claim18, the combination as applied to claim 1 above discloses the system of 
claim 1 for conducting high throughput screening tests, comprising a system according 
to claim 1 . However, the combination fails to disclose that the system/apparatus further 
comprises a device for linearly moving the incubation device along a plurality of stations 
including a station for loading a microplate into the incubation device, a station for 
dispensing a liquid into the wells of the microplate, and a reading station for individually 
illuminating each substrate of the microplate, wherein a device is provided for moving 
the incubation device with the microplate with respect to the reading station in mutually 
perpendicular directions. 

Ginot (WO 98/41874) discloses the device for linearly moving another device 
along a plurality of station (see abs.). 

In view of Ginot, it would have been obvious to one having ordinary skill in the art 
at the time of the invention to have the system of the combined reference further 
comprise a device for linearly moving the incubator along a plurality of stations as 
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disclosed by Ginot since such a modification would enable automatic processing of the 
samples in the incubator. 

Additionally, the phrase "for linearly moving the incubation device along a plurality of 
stations including a station for loading a microplate into the incubation device, a station 
for dispensing a liquid into the wells of the microplate, and a reading station for 
individually illuminating each substrate of the microplate, wherein a device is provided 
for moving the incubation device with the microplate with respect to the reading station 
in mutually perpendicular directions" is an intended use of the device and does not 
further limit the claim. Furthermore, the device of the combination above is capable of 
the applicants' intended use (linearly moving the incubator along a plurality of 
processing station). 



Allowable Subject Matter 

17. Claim 5 is objected to as being dependent upon a rejected base claim (claim 1), 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

18. The following is a statement of reasons for the indication of allowable subject 
matter: The prior art alone or in combination fails to disclose a system for conducting 
bioassays wherein the heat block, the circumferential wall and a bottom wall of the 
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incubation device encloses an air chamber having a connection for external 
vacuum/pressure system and a drain connection. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SHANTA G. DOE whose telephone number is (571)270- 
3152. The examiner can normally be reached on Mon-Fri 8am-5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Walter Griffin can be reached on 571-272-1447. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Walter D. Griffin/ 

Supervisory Patent Examiner, Art 

Unit 1797 

GSD 



